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DETAILED ACTION 

(1) 

Applicant's Amendment filed February 26, 2010, has been entered. Applicant 
amended claims 1 -6 and added claims 7-1 1 . No new matter has been added. Claims 
1-1 1 are pending before the Office for review. 

(2) 

Response to Arguments 

Applicant's arguments with respect to claims 1-6 have been considered but are 
moot in view of the new ground(s) of rejection. Specifically, Applicant correctly pointed 
out that Examiner incorrectly stated that Yanagese uses nonionic surfactants, as 
required by the claimed invention. 

Additionally, Applicant's Declaration also raises a new ground of rejection, as will 
be discussed below. Finally, Examiner notes that the Declaration has been considered 
in some respects but is not persuasive because Applicant's understanding of the 
invention (see Paragraphs 2(a) -(f)) is not commensurate in scope of Applicant's 
claimed invention. 

(3) 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claim 1 is rejected under 35 U.S.C. 112, second paragraph, as being incomplete 
for omitting essential elements, such omission amounting to a gap between the 
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elements. See MPEP § 2172.01 . The omitted elements are: the anionic and nonionic 
surfactant. Specifically, the Declaration filed February 26, 2010, makes clear that the 
anionic and nonionic surfactant are essential to create a coating comprising wherein an 
area of colloidal silica exposed at a coating surface occupies 35% or more of the 
coating surface. 

(4) 

Claim Rejections - 35 USC § 103 

The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

Claims 1-3 and 5-10 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Yanagase et al. (JP 0916554 A) in view of Fujii et al. (U.S. Publication No. 
2002/0134026). 

With respect to claim 1, Yanagase teaches a coating composition that comprises 
an emulsion of a graft block copolymer and colloidal silica. Paragraphs 1 0 and 1 1 . The 
colloidal silica is added in its solid form to the emulsion at a ratio of 1 to 300 parts of 
silica per weight of parts polymer, which covers the claimed range. Paragraph 1 1 . As 
per MPEP 2144.05, when claimed ranges lie inside ranged disclosed by the prior art, a 
prima facie case of obviousness exists. Additionally in a working example, Yanagase 
teaches that the colloidal silica has a particle size of 10 to 20 nanometers, which is less 
than 60 nanometers. Paragraph 70. Finally, Yanagase teaches that a coating 
composition further comprises sodium polyoxyethylene alkylphenyl ether sulfate, a 
sulfate salt of polyoxyalkylene alkylaryl ether (anionic surfactant) but is silent as to 
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whether any other components are added to the composition to ensure that the area of 
colloidal silica exposed at a coating surface occupies 35% or more of the coating 
surface. 

However, Fujii, which deals with coating agents, teaches that a nonionic 
surfactant can be added to coatings as a dispersing agent for colloidal silica particles. 
Paragraph 76. 

Therefore, it would have been obvious to a person having ordinary skill in the art 
at the time of invention to include a nonionic surfactant in the coating composition 
taught by Yanagase because Fujii teaches that doing so disperses the colloidal silica. 
Fujii, Paragraph 76. Finally, a person having ordinary skill in the art at the time of 
invention would have appreciated that the coating taught by Yanagase and Fujii, as 
combined above, meets the 35% requirement of the claimed invention because the 
coating meets the compositional requirements of the present claim and it necessarily 
follows that identical coating compositions have identical properties. Moreover, the 
coating composition taught by Yanagase and Fujii is identical to the comparative 
coating taught by Applicant in the Declaration, meaning it would be expected to have a 
coverage area of 97%. See Declaration. 

With respect to claim 2, Yanagase and Fujii, as combined above, teach a 
coating composition that comprises an emulsion of a graft block copolymer and colloidal 
silica. Yanagase, Paragraphs 10 and 1 1 . The colloidal silica is added in its solid form 
to the emulsion at a ratio of 1 to 300 parts of silica per weight of parts polymer, which 
covers the claimed range. Yanagase, Paragraph 1 1 . As per MPEP 2144.05, when 
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claimed ranges lie inside ranged disclosed by the prior art, a prima facie case of 
obviousness exists. Additionally in a working example, Yanagase teaches that the 
colloidal silica has a particle size of 10 to 20 nanometers, which is less than 60 
nanometers. Yanagase, Paragraph 70. Yanagase further teaches that a coating 
composition further comprises sodium polyoxyethylene alkylphenyl ether sulfate, a 
sulfate salt of polyoxyalkylene alkylaryl ether (anionic surfactant). Yanagase, 
Paragraphs 46 and 53. Fujii teaches that a nonionic surfactant can be added to 
coatings as a dispersing agent for colloidal silica particles. Paragraph 76. 

Finally, with respect to the polymer composition, Yanagese teaches that the 
polymer can comprise a monomer, which can be polymerized via radical polymerization, 
having dimethylsiloxane, a hydrolysable silyl group, and a vinyl monomer unit. 
Paragraph 1 1 . Specifically, Yanagese teaches that the content of the vinyl monomer 
unit comprises 50 to 98 wt-% of the entire polymer, meaning that the remainder of the 
polymer unit comprises the radical polymerizable unit containing hydrolysable silyl units. 
Paragraph 40. The ranges of these monomer components in the polymer overlap with 
the claimed ranges, establishing a prima facie case of obviousness. See MPEP 
2144.05. Yanagese teaches that the radical polymerizable monomer unit having the 
hydrolysable silyl group comprises up to 2 wt% of the polymer ( 2 parts by mass) and 
that the vinyl monomer (copolymerizable monomer) comprises the remainder. 
Paragraph 40. 

With respect to claims 3, 8 and 9, Yanagase and Fujii, as combined above, 
teach a coating composition that comprises an emulsion of a graft block copolymer and 
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colloidal silica. Yanagase, Paragraphs 10 and 11. The colloidal silica is added in its 
solid form to the emulsion at a ratio of 1 to 300 parts of silica per weight of parts 
polymer, which covers the claimed range. Yanagase, Paragraph 1 1 . As per MPEP 
2144.05, when claimed ranges lie inside ranged disclosed by the prior art, a prima facie 
case of obviousness exists. Additionally in a working example, Yanagase teaches that 
the colloidal silica has a particle size of 10 to 20 nanometers, which is less than 60 
nanometers. Yanagase, Paragraph 70. Yanagase further teaches that a coating 
composition further comprises sodium polyoxyethylene alkylphenyl ether sulfate, a 
sulfate salt of polyoxyalkylene alkylaryl ether (anionic surfactant). Yanagase, 
Paragraphs 46 and 53. Fujii teaches that a nonionic surfactant can be added to 
coatings as a dispersing agent for colloidal silica particles. Paragraph 76. 

Additionally, a person having ordinary skill in the art at the time of invention 
would have appreciated that the coating taught by Yanagase and Fujii, as combined 
above, meets the 35% requirement of the claimed invention because the coating meets 
the compositional requirements of the present claim and it necessarily follows that 
identical coating compositions have identical properties. Moreover, the coating 
composition taught by Yanagase and Fujii is identical to the comparative coating taught 
by Applicant in the Declaration, meaning it would be expected to have a coverage area 
of 97%. See Declaration. 

Finally, with respect to the polymer composition, Yanagese teaches that the 
polymer can comprise a monomer, which can be polymerized via radical polymerization, 
having dimethylsiloxane, a hydrolysable silyl group, and a vinyl monomer unit. 
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Paragraph 1 1 . Specifically, Yanagese teaches that the content of the vinyl monomer 
unit comprises 70 to 95 wt-% of the entire polymer, meaning that the remainder of the 
polymer unit comprises the radical polymerizable unit containing hydrolysable silyl units. 
Paragraph 40. The ranges of these monomer components in the polymer overlap with 
the claimed ranges, establishing a prima facie case of obviousness. See MPEP 
2144.05. Yanagese teaches that the radical polymerizable monomer unit having the 
hydrolysable silyl group comprises up to 5 wt% of the polymer ( 5 parts by mass) and 
that the vinyl monomer (copolymerizable monomer) comprises the remainder. 
Paragraph 40. 

With respect to claim 5, Yanagase and Fujii, as combined above, teach that the 
coating composition is used in a process wherein the coating is provided on a substrate 
to produce a coated substrate. Yanagase, Paragraphs 62-65. Additionally, a person 
having ordinary skill in the art at the time of invention would have appreciated that the 
coating taught by Yanagase and Fujii, as combined above, meets the 35% requirement 
of the claimed invention because the coating meets the compositional requirements of 
the present claim and it necessarily follows that identical coating compositions have 
identical properties. Moreover, the coating composition taught by Yanagase and Fujii is 
identical to the comparative coating taught by Applicant in the Declaration, meaning it 
would be expected to have a coverage area of 97%. See Declaration. 

With respect to claim 6, Yanagase and Fujii, as combined above, teach that the 
coating composition is used to produce a coating on a substrate, forming a coated 
article. Yanagase, Paragraphs 64 and 65. 
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With respect to claim 7, Yanagese and Fujii, as combined above, teach that the 
composition comprises sodium polyoxyethylene alkylphenyl ether sulfate, a sulfate salt 
of polyoxyalkylene alkylaryl ether (anionic surfactant). Yanagase, Paragraphs 46 and 
53. Fujii also teaches that a nonionic surfactant can be added to coatings as a 
dispersing agent for colloidal silica particles. Paragraph 76. 

With respect to claim 10, Yanagase and Fujii, as combined above, teach that the 
coating composition is used to produce a coating on a substrate, forming a coated 
article. Yanagase, Paragraphs 64 and 65. 

(5) 

Claim 4 is rejected under 35 U.S.C. 103(a) as being unpatentable over Yanagase 
(JP 091 65554 A) in view of Greigger (U.S. Patent No. 4,435,21 9). 

With respect to claim 4, Yanagase teaches a coating composition that comprises 
an colloidal silica. Paragraphs 10 and 11. The colloidal silica is added in its solid form 
to the emulsion at a ratio of 1 to 300 parts of silica per weight of parts polymer, which 
covers the claimed range. Paragraph 1 1 . As per MPEP 2144.05, when claimed ranges 
lie inside ranged disclosed by the prior art, a prima facie case of obviousness exists. 
Additionally in a working example, Yanagase teaches that the colloidal silica has a 
particle size of 10 to 20 nanometers, which is less than 60 nanometers. Yanagase, 
Paragraph 70. 

Yanagase is silent as to whether the an organic solvent having less than 0.8 of 
distribution coefficient of octanol/water is added to the coating at 0.5-20 parts by mass. 
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However, Greigger, which deals with colloidal silica coating compositions, 
teaches that coatings that contain alcohols (organic solvent) have improved stability, 
temperature resistance and water resistance. Col. 2, Lines 3-6, Col. 4, Lines 35-42. 

Therefore, it would have been obvious to a person having ordinary skill in the art 
at the time of invention to add an organic solvent, such as isopropanol, which has an 
octanol/distribution coefficient of 0.05, to the composition taught by Yanagase because 
Greigger teaches that doing so improves stability, temperature resistance and water 
resistance of the coating. Col. 2, Lines 3-6, Col. 4, Lines 35-42. Finally, as seen in 
Example 1 (Col. 9), Greigger teaches that 60 pbw colloidal silica is added to 70 pbw 
isopropanol, meaning that the silica is added in a 6:7 ratio relative to the organic 
solvent. Accordingly, when 12 parts by mass colloidal silica is added to the coating 
composition, as taught by Yanagase, a person having ordinary skill in the art at the time 
of invention would have added 14 parts by mass organic solvent, which is within the 
claimed range. This mixture ratio is consistent with teachings of Yanagase and 
Greigger, as combined above. 

(6) 

Claim 11 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Yanagase et al. (JP 0916554 A) in view of Fujii et al. (U.S. Publication No. 
2002/0134026), as applied to claims 1-3 and 5-10 above, and further in view of 
Kanomori etal. (JP 2001-1 1379 A). 
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With respect to claim 11, Yanagase and Fujii, as combined above, teach that the 
radical polymerizable unit comprises dimethylsiloxane but are silent as to whether it 
comprises a hydroxyl group. 

However, Kanomori, which deals with colloidal silica based coatings, teaches 
that a polymer containing a hydroxyl group can be used as a component in a coating 
that exhibits high hardness and improved adhesiveness among other beneficial 
properties. Abstract. 

Therefore, it would have been obvious to a person having ordinary skill in the art 
at the time of invention to include a radical polymerizable unit comprising a hydroxyl 
group in the coating composition taught by Yanagase and Fujii, as combined above, 
because Kanamori teaches that a polymer containing a hydroxyl group can be used as 
a component in a coating that exhibits high hardness and improved adhesiveness 
among other beneficial properties. Abstract. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to ELI S. MEKHLIN whose telephone number is (571)270- 
7597. The examiner can normally be reached on 5/4/9. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jennifer K. Michener can be reached on 571-272-1424. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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